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A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a}. In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 
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Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 

earned patent term adjustment. See 37 CFR 1.704(b). 
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1 . Claims 2-5 are rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as 
the invention. 

With respect to claim 2, applicants have claimed ranges of percent values for each of 
components (A), (B), and (C); however, the ranges set forth endpoints which are not workable. 
For example, if 60% by weight of component (B) is present and the minimum amount of 
conq)onent (A) (40% by weight), then none of component (C) can be present. 

With respect to claim 3, applicants have claimed that component (CI) contains exactly 
one nonionic hydrophiKc group; however, applicants then specify in claims that depend on claim 
3 that the component contains multiple ethylene oxide units per molecule. Since a single 
ethylene oxide unit constitutes a hydrophilic group, claims 4 and 5 are not considered to be 
further limiting of claim 3 in view of their multiple hydrophilic groups. Altematively, if claims 4 
and 5 are further Umiting, as drafted, then the requirement set forth within claim 3 is ambiguous, 
because it is not clear what constitutes the claimed hydrophilic group. 

2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless 

(b) the invention was patented or described in a printed pubUcation in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordmary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 
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This application currently names joint inventors. In considering patentability of the 
claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of the various 
claims was commonly owned at the time any inventions covered therein were made absent any 
evidence to the contrary. Applicant is advised of the obligation under 37 CFR 1 .56 to point out 
the inventor and invention dates of each claim that was not commonly owned at the time a later 
invention was made in order for the examiner to consider the applicability of 35 U.S.C. 103(c) 
and potential 35 U.S.C. 102(e), (Q or (g) prior art under 35 U.S.C. 103(a). 
3. Claims 1-5 and 8-15 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Haeberle et al. ('367). 

Patentees disclose dispersible polyisocyanate compositions, suitable for producing 
aqueous dispersions, coatings, and adhesives, wherein the dispersible polyisocyanates are 
produced by blending one or more polyisocyanates having a mean functionality of from 2.5 to 
3.5 with an emulsifier produced by reacting a diisocyanate with a monohydric polyalkylene ether 
alcohol having 8 or more ethylene oxide units. Patentees further disclose that 
isocyanatoisocyanurates based on hexamethylene diisocyanate and/ or isophorone diisocyanate 
are "particularly preferred". Biuret containing polyisocyanates and mixtures of the disclosed 
polyisocyanates are also disclosed as being suitable. See abstract; colunm 1, lines 7-28; column 
2, lines 4+; column 3, Unes 34+; column 4, lines 9+; column 5; and column 6, lines 1-6; 
especially column 2, line 66 through column 3, line 2. The position is taken that the disclosure 
that isocyanatoisocyanurates based on hexamethylene diisocyanate and/or isophorone 
diisocyanate are "particularly preferred" fully encompasses applicants' mixtures of components 
(A) and (B) and is adequate to anticipate the claims. Furthermore, given applicants' breadth of 
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ranges within claim 2, the position is taken that one would have immediately envisioned 
component amounts of the blend, such as 50:50 mixtures, that meet the claimed ratios. 

4. Claims 1-6 and 8-15 are rejected under 35 U.S.C. 103(a) as being unpatentable over . 
Haeberle et al. ('367) in view of Morikawa et al. ('300). 

As aforementioned, Haeberle et al. disclose dispersible polyisocyanate compositions, 
suitable for producing aqueous dispersions, coatings, and adhesives, wherein the dispersible 
polyisocyanates are produced by blending one or more polyisocyanates having a mean 
functionality of from 2.5 to 3.5 with an emulsifier produced by reacting a diisocyanate with a 
monohydric polyalkylene ether alcohol having 8 or more ethylene oxide units. Patentees further 
disclose that isocyanatoisocyanurates based on hexamethylene diisocyanate and/or isophorone 
diisocyanate are "particularly preferred". Biuret containing polyisocyanates and mixtures of the 
disclosed polyisocyanates are also disclosed as being suitable. 

5. Even if it is determined that the argued disclosure within Haeberle et al. is insufficient to 
anticipate appUcants' mixture of components (A) and (B), the position is taken that the 
production of dispersible polyisocyanate, wherein the polyisocyanate constitutes a blend of 
isocyanurate of hexamethylene diisocyanate and isocyanurate of isophorone diisocyanate, was 
known at the time of invention. This position is supported by Morikawa et al. See abstract; 
column 2, lines i5-47; column 3, lines 49-59; and column 4, lines 17-26. It is further noted that 
amounts of the respective isocyanurates are disclosed that significantly overlap those of claim 2 
and the isocyanates are rendered dispersible by reacting them with a reactant fully analogous to 
that of Haeberle et al. and applicants. Morikawa et al. further disclose that their mixture is non- 
yellowing, is not deteriorated by weather, has high hardness, and is quick drying. Accordingly, 
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the position is ultimately taken that one of ordinary skill would have been motivated to utilize 
blends isocyanurate of hexamethylene diisocyanate and isocyanurate of isophorone diisocyanate . 
as the high functionality polyisocyanate of the primary reference, so as to arrive at the instant 
invention. Furthermore, with respect to claim 6, in view of the secondary teachings, it would 
have been obvious to modify applicants' components (A) and (B) by reacting them with the 
nonionic group containing reactant. 

6. Claim 7 is rejected under 35 U.S.C. 103(a) as being unpatentable over Haeberle et al. 
('367), alone, or Haeberle et al. ('367) in view of Morikawa et al. ('300) as appUed to claims 1-6 
and 8-15 above, and further in view of Weyland et al. ('421). 

As aforementioned, the teachings of Haeberle et al., alone, or Haeberle et al. in view of 
Morikawa et al render the subject matter of claims 1-6 and 8-15 at least prima facie obvious; 
however, the references are silent with respect to applicants' claimed solvents of claim 7. Still, 
the use of the claimed solvents with water emulsifiable polyisocyanates was known at the time of 
invention. The position is supported by the teachings of Weyland etal. See abstract and 
columns 2-4, especially column 3, line 47 through column 4, line 1 1 . Since both Haeberle et al. 
and Morikawa et al. disclose that solvents may be used, the position is taken that it would have 
been obvious to utilize the solvents of Weyland et al. as the solvents of these references. This 
position is bolstered by the fact that it has been held that it obvious to utilize a known compound 
for its art recognized purpose. In re Under, 173 USPQ 356. In re Dial et al, 140 USPQ 244. 
Any inquiry concerning this communication should be directed to R. Sergent at telephone 
number (571) 272-1079. 
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